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Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner 
and process of making and using It, in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, or with which it Is most nearly 
connected, to make and use the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

Claims 1-50 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. The 
specification fails to teach one or ordinary skill in the art how to perform the methods of the 
instant claims and fails to disclose the necessary steps that would allow one of ordinary skill 
in the art to make the products of the claimed invention. The instant claims are replete 
with material not disclosed in the specification as filed and not enabled by the specification 
as filed. For example, the instant specification does not disclose the ranges of temperatures 
at which the synthetic asphalts are made recited in the instant method claims, nor can they 
be specifically derived from the examples provided. The instant specification states the 
application covers improvements over the '896 patent but, provides not examples or 
explanation thereof. There is no definition in the specification to man-made asphaltene 
(residiums) or to man-made asphaltene per se. There is no reference to crude t all oil. 
There is no disclosure of, description of its production, or source of mixtures of crude tall oil, 
tall oil and tall oil pitch. There is no reference in the specification to magnesium silicate, 
sodium or potassium dichromates, sodium hydroxide, sodium metasilicate penta hydrate or 
nanohydrate . There is no disclosure in the specification for crumb rubber passing 16-80 
mesh . 

Applicant is advised that should claims 11, 14, 20, 34, 37 and 43 be found allowable, 
claims 12, 15, 21, 35, 38 and 44, respectively will be objected to under 37 CFR 1.75 as 
being a substantial duplicate thereof. When two claims in an application are duplicates or 
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else are so close in content that they both cover the same thing, despite a slight difference 
in wording, it is proper after allowing one claim to object to the other as being a substantial 
duplicate of the allowed claim. See MPEP § 706.03(k). The recitation of a Markush group 
includes mixtures of the members of that Markush group. 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 
L Claims 1-22, drawn to a method of making a synthetic asphalt from gilsonite, 
tall oil product and rubber, classified in class 516, subclass various. 

II. Claims 23 and 47-50, drawn to a synthetic asphalt produced from gilsonite, 
tall oil product and rubber, classified in class 106, subclass 225. 

III. Claims 24-45, drawn to a method of making a synthetic asphalt from man- 
made asphaltene, tall oil product and rubber, classified in class 516, subclass 
various. 

iV. Claim 46, drawn to a synthetic asphalt produced from man-made asphaltene, 
tall oil product and rubber, classified in class 106, subclass 277. 
The inventions are distinct, each from the other because of the following reasons: 

Inventions I and III are unrelated. Inventions are unrelated if it can be shown that 
they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the 
instant case the different inventions have different modes of operation group I requiring 
gilsonite and group III requiring man-made asphaltene. 

Inventions II and IV are unrelated. Inventions are unrelated If it can be shown that 
they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the 
instant case the different inventions have different modes of operation group I requiring 
gilsonite and group III requiring man-made asphaltene. 
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Inventions I and II are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1) that the process 
as claimed can be used to make other and materially different product or (2) that the 
product as claimed can be made by another and materially different process (MPEP § 
806.05(f)). In the instant case the product could be made by a process wherein the 
gilsonite, tall oil pitch and rubber are mixed at 325-350 F. 

Inventions III and IV are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1) that the process 
as claimed can be used to make other and materially different product or (2) that the 
product as claimed can be made by another and materially different process (MPEP § 
806.05(f)). In the instant case the product could be made by a process wherein the 
gilsonite, tall oil pitch and rubber are mixed at 325-350 F. 

Because these inventions are distinct for the reasons given above and have acquired 
a separate status in the art because of their recognized divergent subject matter, restriction 
for examination purposes as Indicated is proper. 

Applicant is advised that the reply to this requirement to be complete must include 
an election of the invention to be examined even though the requirement be traversed (37 
CFR 1.143). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David M. Brunsman whose telephone number is 571-272- 
1365. The examiner can normally be reached on M, W, F, Sa; 6:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1362. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). 



David M Brunsman 
Primary Examiner 
Art Unit 1755 
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